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Art Unit: 2873 

DETAILED ACTION 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

1. Claims 1, 8 and 1 1 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Regarding claim 1, line 10, " pair of foils" lacks antecedent basis. 

Regarding claim 8, the phrase "second levers" renders the claim indefinite. "Second 
levers" are recited without reciting "first levers". Therefore, it is unclear of the configuration 
being claimed. 

Regarding claim 1 1, line 2, the term "preferably" renders the claim indefinite. It is 
unclear whether the limitations after the term are claimed. In addition, it is unclear of the 
quantity of the "plates" and the number of foils attached to each plate. Therefore, it is unclear of 
the configuration being claimed. 
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Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 1-3 and 15 are rejected under 35 U.S.C. 102(b) as being unpatentable by Hanada 
(US Patent 5,400,170). 

Regarding claim 1, Hanada (figures 2 and 3) is interpreted as disclosing an adjustable 
pinhole for the illumination beam path of a laser scanning microscope, comprising that the 
pinhole 2 is defined by foil edges which are adjustable relative to one another, the foils have 
solid-state joints (see reference 7 of figure 2), which are driven by motor 5 are provided for 
adjusting the foil edges, a referencing of the stepping motor drive is carried out by means of a 
path measuring system and/or an optical detector for detecting the amount of light passing 
through the pinhole (col. 2, lines 48-67), wherein the pinhole can be closed in such a way that the 
foils overlap and at least the foils has an offset to prevent collision (see figure). 

Regarding claim 2, Hanada (figure 3) is interpreted as further disclosing that wherein at 
least two foils 1, each with at least one straight edge 2, are arranged relative to one another 
and/or connected to one another in such a way that their edges describe an L-shape and the L- 
shaped connection pieces are arranged on one another in such a way that they define a rhombic 
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or square light passage and are moved relative to one another for adjusting the pinhole (col. 4, 
lines 1-30). 

Regarding claim 3, Hanada (figure 3) is interpreted as further disclosing that the 
movement direction is the direction of the bisecting line of the angle defined by the L-shape or of 
another angle lying within the defined angle. 

Regarding claim 15, the process for manufacturing an adjustable pinhole comprising the 
step of producing foil edges defining the pinhole by cutting the foil material in a straight line 
individually or in composite on at least one side would be inherent from Hanada' s figure 2. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hanada (US 
Patent 5,400,170), as applied to claim 15, in view of Bell et al. (US Patent 5,105,582). 

Regarding claim 16, Hanada is interpreted as disclosing all the claimed limitations as 
described above except that the foil edges are treated, preferably by grinding, subsequent to 
cutting. Within the same field of endeavor, Bell is interpreted as disclosing the teaching that 
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sharpening can be accomplished by grinding a cutting surface to form sharp edges (col. 3, lines 
1-3). Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to grind the cut edges for the purpose of sharpening the edges and improving 
accuracy. 



Response to Arguments 
4. Applicant's arguments with respect to claims 1-3 and 1 1 have been considered but are 
moot in view of the new ground(s) of rejection. 

Applicant's arguments with respect to claims 15 and 16 have been fully considered but 
they are not persuasive. 

Regarding claim 15, the Applicant argues that in contrast to the method disclosed in 
Hanada, the present invention provides a highly accurate pinhole which can be closed in a light- 
tight manner and whose aperture has a square shape at values above zero. However, the 
Applicant's argument does not use the language taken directly from the claim. Therefore, the 
argument is not persuasive. 

Regarding claim 16, in response to applicant's argument that Bell (US Patent 5,105,582) 
is nonanalogous art, the Examiner does not rely on Bell to teach a laser scanning microscope. 
Instead, the Examiner only rely on Bell's teaching to show an obvious concept that sharpening 
can be accomplished by grinding a cutting surface to form sharp edges. 
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Conclusion 

5. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jack Dinh whose telephone number is 571-272-2327. The 
examiner can normally be reached on M-F (9:30 AM - 6:00 PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ricky L. Mack, can be reached at 571-272-2333. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Jack Dinh 
07/05/06 




LohaBen 
Primary Examiner 



